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DETAILED ACTION 

Status of Claims 

1. Claims 1-20 are pending. 

Drawings 

2. The subject matter of this application admits of illustration by a drawing to 
facilitate understanding of the invention (drawings are referenced in the specification 
and are contained in the disclosure of PCT/EP2003/014742). Applicant is required to 
furnish a drawing under 37 CFR 1 .81 (c). No new matter may be introduced in the 
required drawing. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). 

Claim Objections 

3. Claims 13,14 and 1 7 are objected to under 37 CFR 1 .75(c) as being in improper 
form because a multiple dependent claim, it is a dependant claim that depends upon 
another multiple dependant claim. See MPEP § 608.01 (n). Accordingly, the claims 13, 
14, and 17 have been treated as if dependent upon claim 1. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 1, 6, 9, 13, 15, 17, 19, and 20 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
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6. Regarding claims 1 , 6, 9, 13, 15, 17, 19, and 20, the phrase "in particular, or 
particularly" renders the claim indefinite because it is unclear whether the limitations 
following the phrase are part of the claimed invention. See MPEP § 2173.05(d). 

7. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

It is unclear from claim 1 whether it is a claim for a product or a claim for a 
process. If intended to be a product by process the Examiner rejects claim 1 because it 
does not the process in a step wise manner. However, it appears from claim 1 that the 
Applicant has intended to claim a product. Therefore the Examiner has treated claim 1 
as a product claim. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-4, 6, 7, 9, 10, and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Oqawa (JP 1 1-276948). 

Regarding claim 1 , Ogawa teaches a masking means for masking of a 
longitudinally extended edge area of a vehicle body or an appliance housing during a 
coating procedure, in particular a paint or conservation process, 
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wherein the development is as longitudinal high-grade flexible extruded synthetic 
profiles (Abstract) with a continuous longitudinal cavity and a slot in the outer contour 
leading into the cavity, whose boundary edges (31) are elastically pre-tensioned to each 
other (Fig. 6 and 7). 

A claim limitation will be presumed to invoke 35 U.S.C. §1 1 2 TT 6 th only if the 
following three part analysis is met. 1 ) The claim limitation must use the phrase 
"means for" or "step for"; 2) the "means for" or "step for" must be modified by functional 
language; and 3) the phrase "means for" or "step for" must not be modified by sufficient 
structure, material or acts for achieving the specified function. See MPEP § 2181 . 

Regarding claim 1 , "masking means for" does not meet the three part analysis 
set out above, because it is modified by sufficient structure, "masking", and therefore 
does not invoke 35 U.S.C. §1 12 If 6 th . 

Regarding claim 2, Ogawa teaches masking means according to claim 1, 
wherein the synthetic profile design is in the cross-section essentially circular, elliptical, 
oval or slanted oval and as synthetic pipe with longitudinally alternating first portions of 
greater rigidity and lower elasticity (21 , 22) and second portions of lower rigidity and 
greater elasticity (20). 

Regarding claim 3, Ogawa teaches a masking means according to claim 2, 
wherein the synthetic profile design is formed, via a rotation extrusion procedure, with 
longitudinally alternating first portions of greater rigidity (21, 22) and lower elasticity and 
second portions of lower rigidity and greater elasticity (20). 
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The method of forming the device is not germane to the issue of patentability of 
the device itself. Therefore this limitation has not been given patentable weight. 

Regarding claim 4, Ogawa teaches the synthetic profile in the slot area is 
essentially retracted V or U-shaped such that it automatically aligns itself on the 
longitudinally extended edge area when slid onto it (Fig. 7). 

Regarding claim 6, Ogawa teaches the synthetic profile in the cross-section 
essentially has a U-shape (Fig. 7). 

Regarding claim 7, Ogawa teaches the synthetic profile in cross-section has the 
form of a slanted "U" with a cavity expanding on the basis of the "U" for the elastically- 
arrested attachment on the edge area with different material thicknesses (Fig. 7 and 9). 

Regarding claim 9, In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 
777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal 
Circuit held that, where the only difference between the prior art and the claims was a 
recitation of relative dimensions of the claimed device and a device having the claimed 
relative dimensions would not perform differently than the prior art device, the claimed 
device was not patentably distinct from the prior art device. 

In light of Gardner, Ogawa teaches the cavity has a maximum width in the range 
of 3 to 1 2 mm and the continuous slot has a minimum free width of less than 1 mm, 
especially of 0.2 mm or less, for the elastically-arrested attachment on an edge area, 
with a minimum material thickness of roughly 1 mm and a maximum material thickness 
within the range of 2.5 to 6 mm. 
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Regarding claim 10, Ogawa teaches the design is with high-grade temperature- 
resistant plastic (pg. 3, [0012-0013]). The Examiner takes the position that the following 
language is a functional recitation "functioning at least 175 degree C for at least 25 min 
and also at least 155.degree. C. for at least 75 min" and as such has not been given 
patentable weight because it is narrative in form. 

In order to be given patentable weight, a functional recitation must be express as 
"mean" for performing the specified function, and must be supported by recitation in the 
claim of sufficient structure to warrant the presence of the functional language. Here, 
Applicant attempts to invoke means for language "masking means", however, as cited 
above in the rejection of claim 1 said language fails the test set out under 35 U.S.C. 1 1 2 
6th paragraph. 

Regarding claim 17, Ogawa teaches a coating process for coating a coating 
substrate, in particular a vehicle body (car pillar, Abstract) having a free edge area, with 
a coating means via a coating-spray stream or under a coating atmosphere, under 
coverage of the edge area, wherein the edge area is covered with a masking means 
according to one of the above claims (Abstract of Ogawa). 

Claim Rejections - 35 USC § 103 
1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Oqawa as 
applied to claim 1 above in view of Beenev (US 2,981 ,786). 

Regarding claim 5, Ogawa does not explicitly teach longitudinally equidistant 
incisions are provided that are diagonal to the long axis, which cut through the profile 
side at the large part of the level of the synthetic profile, for the formation of profile tabs 
joined together opposite the slot that tilt against each other but still essentially cover 
each other in areas of tight bending. 

Beeney teaches longitudinally equidistant incisions are provided that are 
diagonal to the long axis, which cut through the profile side at the large part of the level 
of the synthetic profile, for the formation of profile tabs joined together opposite the slot 
that tilt against each other but still essentially cover each other in areas of tight bending 
(Fig. 1-5). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the apparatus of Ogawa by providing teach longitudinally 
equidistant incisions are provided that are diagonal to the long axis, which cut through 
the profile side at the large part of the level of the synthetic profile, for the formation of 
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profile tabs joined together opposite the slot that tilt against each other but still 
essentially cover each other in areas of tight bending, because it would increase the 
flexibility of the tube or pipe. 

13. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Oqawa as 
applied to claim 1 above in view of Barredo (EP 1 217 282). 

Regarding claim 8, Ogawa does not explicitly teach the wall of the synthetic 
profile exhibits continuous, closed cavities extending in longitudinal direction, for 
increasing the flexibility and decreasing the amount of material used. 

Barredo teaches a wall of a synthetic profile exhibits continuous, closed cavities 
(2) extending in longitudinal direction (Fig. 3), for increasing the flexibility and 
decreasing the amount of material used. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the apparatus of Ogawa by providing closed cavities on the all 
of the synthetic profile because it would reinforce the structure of the double walled pipe 
(col. 3, [0014]). 

14. Claims 11-13 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Ogawa as applied to claim 1 above, and further in view of Liu (US 4,536,538). 

Regarding claim 1 1 , Ogawa teaches masking means wherein reinforcement is 
via filler material, but does not explicitly teach a quantity between 0.1% and 40%. 

Liu teaches adding approximately 5 to 30 weight % glass fiber as filler material 
for reinforcement in thermoplastics (col. 5, In. 18-30). 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the apparatus of Ogawa by providing a filler material in a 
quantity between 0.1% and 40%, because it would reinforce the material. 

Regarding claim 12, Ogawa teaches the design is with a thermoplastic elastomer 
or polyamide (Abstract). 

Regarding claim 13, Ogawa does not explicitly teach a considerable quantity, in 
particular more than 75% and more particularly 90%, is of recycled plastic. 

It is well known to use recycled materials. Therefore it would have been obvious 
to one of ordinary skill in the art at the time of the invention to use recycled materials, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended used as a matter of obvious 
design choice. In re Leshin, 125 USPQ 416. 

15. Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ogawa as applied to claim 1 above in view of Bovle (GB 2.288.349). 

Regarding claim 14, Ogawa does not explicitly teach a bracket or handle. 

Boyle teaches a masking arrangement with a masking means according to one 
of the above claims and a bracket attachable (5) to the masking means (3) for improved 
adhesion on the edge area (Fig. 6). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the apparatus of Ogawa by providing a bracket because it 
would allow the mask to be moved along the area to be masked (pg. 4, In. 15-30). 

Regarding claim 15, Ogawa does not explicitly teach a bracket or handle. 
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Boyle teaches the bracket exhibits a contact and holding section in its inner 
contour (5) on the outer contour of the masking means (3) as well as handling section 
connected with this, particularly via a web. The Examiner takes the position that the 
handle could be attached via welding or an adhesive each of which attached the two 
structures together using a web of material. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the apparatus of Ogawa by providing a bracket with a 
handling section because it would allow the mask to be handled with the handle. 

Regarding claim 16, Ogawa does not explicitly teach a bracket or handle. 

Boyle teaches the contact and holding section and/or the handling section of the 
bracket (5) essentially exhibits circular, elliptical or oval cross-section. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the apparatus of Ogawa by providing a circular handle 
because it would make the handle easier to handle. 

16. Claims 18-19 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ogawa as applied to claim 17 above, and further in view of Hermann et al (US 
6.025.033). 

Regarding claim 18, Ogawa does not explicitly the coating of a dip primer coated 
vehicle body. 

Herrmann teaches a procedure for the painting of a dip primer coated vehicle 
body or an appliance housing via a paint-spray stream (col. 6, In. 30-35). 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the process of Ogawa by painting of a dip primer coated 
vehicle with a paint spray stream because one skilled in the art would have only 
expected predictable results. 

Regarding claim 19, Ogawa does not explicitly teach a process carried out after a 
painting process. 

Hermann teaches a process, in particular which is directly carried out after a 
painting process, for the conservation of a vehicle body or appliance housing, in 
particular an automobile body or an aircraft fuselage or ship's hull, via a conservation- 
spray stream (col. 6, In. 30-35). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the process of Ogawa by painting of a vehicle body with a 
paint spray stream directly after a painting process, because it would be more 
economical to do one painting process after the other. 

17. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ogawa 
as applied to claim 17 above, and further in view of Nestell et al (US 6.398.396). 

Regarding claim 20, Ogawa teaches the process is embodied as a coating 
process, but does not explicitly teach a vacuum coating process, in particular vacuum 
sputter or sputter processes, for creation of a thin protective or functional coating on the 
coating substrate. 

Nestell teaches a sputtering process for the creation of a thin protective coating 
on the surface of lens used in a car (col. 7, In. 60-67). 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the method of Ogawa by a sputtering process to create a thin 
protective or functional layer, because it protect the substrate from the elements with a 
thin protective layer (col. 7, In. 60-65). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Brayton whose telephone number is (571)270- 
3084. The examiner can normally be reached on 7:30 a.m. - 5:00 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Nam X Nguyen/ 

Supervisory Patent Examiner, Art Unit 1753 
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/J. B.l 

Examiner, Art Unit 1795 



